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the direction of function. Yet because design patent law conceives of 
these characteristics in a binary way, it has no effective way of con-
ceptualizing or articulating the relevant tipping point.  

But even if the distinction were recalibrated to focus on the bal-
ance between functionality and ornamentality, this kind of channeling 
faces a more fundamental challenge. Ornamental features have a func-
tion, often simply because they contribute to a product’s appeal to 
consumers, either by provoking an emotional response or by shifting 
consumer preferences. As traditionally conceived, utility patent law 
does not focus on that kind of non-technological function. But that 
does not mean it does not exist. Because utility patent law deals with 
these questions at least partly on the basis of intuition and lacks a ful-
ly-specified and analytically robust account of the kinds of function 
that count, courts are apt to not be rigorous in policing the boundary 
line in their decisions about what’s in and what’s out.  

Take, for example, the recent decision in Prestige Jewelry.120 In 
that case, Prestige argued that the claimed design of diamond jewelry 
lacked ornamentality (in other words, was functional) because, the 
designer admitted, this arrangement “performed the best” in light box 
refraction tests, having “the best refraction.”121  

  

Figure 1: Images from Design Patent 618,132 from Prestige Jewelry 

The court rejected that argument, which it characterized as “in-
correctly blur[ring] the distinction between ornamental and functional 
designs.”122 Notwithstanding the designer’s statements about the per-
formance of the design, “the ultimate purpose of the [patented] design 
is to have a pleasing appearance — a quintessentially ornamental pur-
pose.”123 That does not change “simply because [the] inventor exper-
iment[ed] with alternative designs or use[d] rudimentary tools and 

                                                                                                 
120. Prestige Jewelry Int’l, Inc. v. BK Jewelry HK, No. 11-CV-2930-LAP, 2014 WL 

11344395 (S.D.N.Y. Sept. 15, 2014). 
121. Id. at *9.  
122. Id. 
123. Id.  
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tests.”124 The design was “unquestionably ornamental” because it was 
“arranged solely to be pleasing to the eye.”125 According to the court, 
being pleasing to the eye is not the kind of function that belongs in 
utility patent law; it’s precisely the kind that belongs in design patent.  

Yet the USPTO has repeatedly allowed utility patents on inven-
tions with precisely this kind of function, in some cases allowing de-
sign and utility patents on the very same invention.126 Indeed, several 
of the pieces of prior art that the Prestige Jewelry court considered 
were utility patents that claimed nothing more than the arrangement of 
diamonds in a setting.127 Many cases have held that “the unique in-
ventive contribution reflected in an ornamental design can be identical 
to the unique inventive contribution of a mechanical process.”128  

This kind of uncertainty about the relevant functionality can be a 
serious problem because the ornamentality rule is, at least in signifi-
cant part, supposed to prevent parties from using design patent to gain 
protection for useful features without having to go through the more 
rigorous utility patent process. It could also be a problem if courts 
considering the validity of design patents were picking up on the func-
tional considerations inhering in many design decisions, ejecting from 
design patent a lot of industrial design innovations (assuming we 
could understand what “innovation” means in this context), and con-
signing those innovations to a utility patent system that is set up not to 
recognize them.  

The Federal Circuit has avoided this second difficulty by defining 
design patent’s functionality bar down to nearly nothing. Under the 
prevailing rule, design patent law disqualifies a claimed design only 
when the design, as a whole, is “dictated by” functional considera-
tions.129 In a few cases, the Federal Circuit has suggested that, in de-
termining whether a claimed design is functional under this standard, 
a court may consider several factors:  

 

                                                                                                 
124. Id.  
125. Id. 
126. See, e.g., U.S. Patent No. D467,833 (issued Dec. 21, 2002); U.S. Patent No. 

7,146,827 (issued Dec. 12, 2006). The utility patent explains that the claimed “mixed cut 
gemstone enables the appreciation of the desirable characteristics of a diamond in ways that 
prior art cuts do not allow.” ‘827 Patent, at [57]. 

127. See U.S. Patent No. 7,762,104 (issued July 7, 2010). 
128. Wahl v. Rexnord, Inc., 624 F.2d 1169, 1179 (3d Cir. 1980) (citing Transmatic, Inc. 

v. Gulton Indus., Inc., 601 F.2d 904 (6th Cir. 1979)); Ropat Corp. v. McGraw-Edison Co., 
535 F.2d 378 (7th Cir. 1976); Application of Thorington, 418 F.2d 528, 536 (C.C.P.A. 
1969).  

129. See, e.g., PHG Techs., LLC v. St. John Cos, 469 F.3d 1361, 1366 (Fed. Cir. 2006) 
(“The design of a useful article is deemed to be functional when the appearance of the 
claimed design is dictated by the use or purpose of the article.”) (quotations omitted) (quot-
ing L.A. Gear, Inc. v. Thom McAn Shoe Co., 988 F.2d 1117, 1123 (Fed. Cir. 1993)).  
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(1) Whether the protected design represents the best design;  

(2) Whether alternative designs would adversely affect the 
utility of the specified article;  

(3) Whether there are any concomitant utility patents;  

(4) Whether the advertising touts particular features of the de-
sign as having specific utility; and 

(5) Whether there are any elements in the design or an overall 
appearance clearly not dictated by function.130  

In general, however, courts in design patent cases have heavily 
emphasized the availability of alternative designs. If alternatives seem 
plausible, then the design in question is not dictated by its function. 
Not surprisingly, courts taking this approach have only very rarely 
found a claimed design to be functional. In fact, the Federal Circuit 
has, since its inception, considered the question of whether claimed 
features lack ornamentality more than thirty times. It has found the 
claimed design invalid on functionality grounds only five times, most 
recently in 2001.131 Most of the cases in which the Federal Circuit 
found functionality were also unique in some important way. Best 
Lock, for example, involved the design of a key blade, which of 
course must fit a corresponding lock in order to work.132  

Because the Federal Circuit has focused on alternative designs to 
determine whether a design is “dictated by function,” design patent 
courts rarely have to face squarely the decision of whether the claimed 
features belong in utility patent.133 But the cost of that avoidance is 

                                                                                                 
130. High Point Design LLC v. Buyers Direct, Inc., 730 F.3d 1301, 1315–16 (Fed. Cir. 

2013) (alterations in original) (quoting PHG Techs., 469 F.3d at 1366). These factors are 
highly reminiscent of the Federal Circuit’s Morton-Norwich factors, which it uses to assess 
functionality in the trade dress context. In re Morton-Norwich Prods., Inc., 671 F.2d 1332, 
1340–41 (Fed. Cir. 1982) (determining functionality by considering: (1) the existence of an 
expired utility patent; (2) whether the designer “touts the utilitarian advantages through 
advertising”; (3) the availability of alternative designs; and (4) whether the design results 
from a “simple or cheap method” of manufacture). Notably, those factors were inspired by 
the competitive necessity view of functionality the Supreme Court downplayed in TrafFix 
Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 33 (2001).  

131. Five Star Mfg., Inc. v. Ramp Lite Mfg., Inc., 4 Fed. App’x 922, 922 (Fed. Cir. 
2001); In re Chung, No. 00-1148, 2000 WL 1476861, at *3 (Fed. Cir. Oct. 4, 2000); Berry 
Sterling Corp. v. Pescor Plastics, Inc., No. 98-1381, 1999 WL 674514, at *3–4 (Fed. Cir. 
Aug. 30, 1999); Best Lock Corp. v. Ilco Unican Corp., 94 F.3d 1563, 1566–67 (Fed Cir. 
1996); Power Controls Corp. v. Hybrinetics, Inc., 806 F.2d 234, 238–240 (Fed. Cir. 1986). 
The Federal Circuit remanded on the issue in two other cases. See PHG Techs., 469 F.3d at 
1369; Chrysler Motors Corp. v. Auto Body Panels of Ohio, Inc., 908 F.2d 951, 955 (Fed. 
Cir. 1990).  

132. See Best Lock, 94 F.3d at 1566.  
133. See Perry J. Saidman, The Demise of the Functionality Doctrine in Design Patent 

Law, _ NOTRE DAME L. REV. __ (forthcoming 2017) (draft at 24) (noting that, “if the func-
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that design patents are available to many designs with clear techno-
logically functional characteristics. As a result, design patent, with 
novelty and non-obviousness requirements that are pitched lower than 
utility patent’s, may be used to circumvent utility patent and protect a 
wide range of design innovations that an ordinary observer would 
recognize as useful.  

To a limited extent, the Federal Circuit has tried to remedy that 
looseness at the validity stage by allowing courts to consider func-
tionality when assessing infringement — essentially limiting the 
scope of a party’s rights by discounting similarities that can be ex-
plained in terms of function. In Richardson v. Stanley Works, Inc.,134 
the Federal Circuit effectively endorsed a sort of abstraction/filtration 
approach analogous to what some copyright courts have employed to 
divide expressive from functional elements in software code.135 The 
Richardson court construed the design patent claims in light of “the 
distinction between the functional and ornamental aspects of a de-
sign”136 and then assessed the similarity between the accused design 
(right) and the plaintiff’s patented design (left) only after having ac-
counted for the functionality of the features of the design.137  
  

  

Figure 2: The Patented Design (left) and the Accused Design (right) 

But even if this were generally an adequate way of accounting for 
functionality, subsequent decisions have seriously undermined Rich-
ardson. For one thing, courts have had trouble with the filtering ap-
proach in cases in which claim construction and infringement are 
addressed at different stages (which is the majority of cases).138 The 

                                                                                                 
tion of a claimed design is defined in general, broad terms, there will always be alternatives 
that can perform substantially the same function and not look like the patented design. That 
is true even for the simplest of designs.”). 

134. 597 F.3d 1288 (Fed. Cir. 2010).  
135. See, e.g., Computer Associates Int’l, Inc. v. Altai Inc., 982 F.2d 693 (2d Cir. 1992). 
136. Richardson, 597 F.3d at 1293.  
137. Id. at 1296 (“We also agree that, ignoring the functional elements of the tools, the 

two designs are indeed different.”); see also Ethicon Endo-Surgery, Inc. v. Covidien, Inc., 
796 F.3d 1312, 1334 (Fed. Cir. 2015) (construing the claimed design to eliminate the func-
tional aspects of the design).  

138. See, e.g., Weber-Stephen Prods. LLC v. Sears Holding Corp., 2014 WL 5333364, at 
*10 (N.D. Ill. Oct. 20, 2014) (“[U]nlike the typical case, the Richardson trial court was able 
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even greater difficulty can be traced to design patent’s current in-
fringement standard, which does not explicitly focus on the protecta-
ble features of the claimed design. Since the Federal Circuit’s decision 
in Egyptian Goddess v. Swisa,139 infringement has been evaluated by 
asking “whether an ordinary observer, familiar with the prior art, 
would be deceived into thinking that the accused design was the same 
as the patented design.”140 Before Egyptian Goddess, courts account-
ed for the so-called “point of novelty” in making this comparison, 
finding infringement only if the accused design incorporated novel 
and nonobvious aspects of the patentee’s claimed design.141 Several 
cases had extended that rule to account for functionality.142 But Egyp-
tian Goddess expressly repudiated the point of novelty test, holding 
that the ordinary observer test is the sole test for determining in-
fringement,143 even when “the patented design incorporates numerous 
functional elements.”144  

Perhaps more significantly, courts have not interpreted Richard-
son’s approach to be particularly constraining. In Apple v. Sam-
sung,145 for example, the Federal Circuit upheld the district court’s 
jury instructions, which did not require the jury to exclude the func-
tional elements of the designs when assessing substantial similarity.146 
According to the Federal Circuit:  

[T]he claim construction in Richardson did not ex-
clude those components in their entirety. Rather, the 
claim construction included the ornamental aspects 
of those components: “the standard shape of the 
hammer-head, the diamond-shaped flare of the crow-
bar and the top of the jaw, the rounded neck, the ori-

                                                                                                 
to consider claim construction and functionality together, with the benefit of a fully devel-
oped record at trial.”).  

139. 543 F.3d 665 (Fed. Cir. 2008) (en banc). 
140. Id. at 672.  
141. Id. at 670–71.  
142. See, e.g., Lee v. Dayton-Hudson Corp., 838 F.2d 1186, 1188 (Fed. Cir. 1988) (“[I]t 

is the non-functional, design aspects that are pertinent to determinations of infringement.”). 
143. Egyptian Goddess, 543 F.3d at 678.  
144. Richardson v. Stanley Works, Inc., 597 F.3d 1288, 1295 (Fed. Cir. 2010). The Fed-

eral Circuit has also concluded that the point of novelty is no longer relevant to design pa-
tent validity either. See, e.g., Int’l Seaway Trading Corp. v. Walgreens Corp., 589 F.3d 
1233, 1237–38 (Fed. Cir. 2009). For a critique of the Federal Circuit’s rejection of the point 
of novelty, see Mark A. Lemley, Point of Novelty, 105 NW. U. L. REV. 1253 (2011).  

145. 786 F.3d 983 (Fed. Cir. 2015). 
146. Id. at 983.  
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entation of the crow-bar relative to the head of the 
tool, and the plain, undecorated handle.”147  

Moreover, “the language ‘dictated by their functional purpose’ in 
Richardson was only a description of the facts there; it did not estab-
lish a rule to eliminate entire elements from the claim scope.”148 Thus, 
the ordinary observer need not ignore utilitarian aspects of the prod-
ucts in comparing the designs. Indeed, the court also deemed it unnec-
essary to instruct jury members to compare only the ornamental 
appearance of the accused product with the claimed design, as long as 
the instructions “as a whole” informed them that the patents claimed 
“the ornamental design” of the devices.149 That is, of course, no con-
straint at all, since it merely repeats statutory subject matter of design 
patents.  

In summary, despite acknowledgement that design patent law 
should not allow parties to protect functional features without having 
to traverse the more stringent utility patent standards, in practice 
courts have largely avoided the difficult task of defining the types of 
function that belong to utility patent. They have done so by defining 
the functionality doctrine so narrowly that hardly anything is disquali-
fied from design patent protection on that basis. But as the Prestige 
Jewelry case demonstrates, when confronted with the question of 
what kinds of function counts, design patent courts distinguish be-
tween technological function (which, at least in principle, raises con-
cerns) and other functions (which do not).150  

B. Trade Dress Functionality 

Trademark law refuses protection to functional features, which 
the Supreme Court has defined as features that are “essential to the 
use or purpose of the article” or “affect[] the [article’s] cost or quali-
ty.”151 The reasons for doing so have long been the subject of some 

                                                                                                 
147. Id. at 998 (quoting Richardson v. Stanley Works, Inc., 610 F. Supp. 2d 1046, 1050 

(D. Ariz. 2009)).  
148. Id.  
149. Id. at 999. See also Sport Dimension, Inc. v. The Coleman Co., 820 F.3d 1316, 1323 

(Fed. Cir. 2016) (acknowledging that certain elements of the claimed design served a useful 
purpose, but rejecting the district court’s construction and refusing to eliminate those ele-
ments from the claim, instructing the fact finder not to “focus on the particular designs of 
these elements when determining infringement, but rather focus on what these elements 
contribute to the design’s overall ornamentation”).  

150. Prestige Jewelry Int’l, Inc. v. BK Jewelry HK, No. 11-CV-2930-LAP, 2014 WL 
11344395, at *1 (S.D.N.Y. Sept. 15, 2014). 

151. See TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 32 (2001) (quot-
ing Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165 (1995)).  
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debate,152 but the modern justification, reflected in the Supreme 
Court’s TrafFix decision, focuses on the relationship between trade-
mark and patent law.153 Functional features are refused trademark 
protection because those features should be protected, if at all, only by 
the utility patent system.154  

At the extreme, some trademark courts have reduced the func-
tionality question to whether the features alleged to be functional were 
in fact claimed in a utility patent.155 Most courts, however, have un-
derstood functionality to be a broader inquiry about whether the fea-
tures at issue are useful, for which the existence of a patent is just 
good evidence.156 Because they believe that trademark’s exclusion of 
functional features aims primarily to ensure that trademark stays out 
of patent law’s way, these courts have focused on the types of utility 
that they believe are the province of utility patent law:  

So if a design enables a product to operate, or im-
proves on a substitute design in some way (such as 
by making the product cheaper, faster, lighter, or 
stronger), then the design cannot be trademarked; it 
is functional because consumers would pay to have it 
rather than be indifferent toward or pay to avoid it.157  

This is the doctrine of utilitarian (or mechanical) functionality, 
and the reference to making a product “cheaper, faster, lighter, or 
stronger” is characteristic.  

It is, of course, not inevitable that the law would have evolved 
this way. In the early to middle part of the twentieth century, most 
courts (and, most significantly, the Supreme Court) took a more cate-
gorical approach, excluding the design of a product from trademark 
protection altogether. While that categorical approach also aimed to 
differentiate the domains of trademark law and patent law, it did not 
depend on determinations of the utility of the features at issue. In-

                                                                                                 
152. See Mark P. McKenna, (Dys)Functionality, 48 HOUS. L. REV. 823, 825–26 (2012).  
153. See TrafFix, 532 U.S. at 34–35.  
154. See, e.g., Kellogg v. National Biscuit Co., 305 U.S. 111, 119 (1938) (“The patented 

machines used were designed to produce only the pillow-shaped biscuits. And a design 
patent was taken out to cover the pillow-shaped form. Hence, upon expiration of the pa-
tents the form, as well as the name, was dedicated to the public.”); Singer Mfg. Co. v. June 
Mfg. Co., 163 U.S. 169, 185 (1896) (“[O]n the termination of the patent there passes to the 
public the right to make the machine in the form in which it was constructed during the 
patent.”).  

155. See Fuji Kogyo Co., Ltd. v. Pacific Bay Int’l, Inc., 461 F.3d 675, 687 (6th Cir. 
2006).  

156. See Jay Franco & Sons, Inc. v. Franek, 615 F.3d 855, 857 (7th Cir. 2010); Special-
ized Seating, Inc. v. Greenwich Indus., L.P., 616 F.3d 722, 726–27 (7th Cir. 2010).  

157. Jay Franco & Sons, 615 F.3d at 857.  
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stead, these cases uniformly held that competitors had a general right 
to copy unpatented product features158 because those features “pro-
vide the baseline of free competition upon which the patent system’s 
incentive to creative effort depends.”159 As a result, parties could not 
restrain copying of unpatented features; they could only call on unfair 
competition law to require labeling in order to avoid passing off.160  

Importantly, “unpatented” in these cases meant free from protec-
tion under either utility or design patent.161 Indeed, the Supreme Court 
made many of its most famous pronouncements about the importance 
of copying to competition in cases that involved design patents.162 In 
Sears, the Stiffel Company asserted infringement of both utility and 
design patents, as well as unfair competition. The patent claims fell 
out of the case on appeal after the district court found the patents inva-
lid.163 Likewise in Compco, Day-Brite originally alleged design patent 
infringement in addition to unfair competition.164 The design patent 
claim was no longer at issue at the Supreme Court level only because 
the Seventh Circuit had affirmed the district court’s finding that the 
design patent was invalid on the ground that the design was function-
al.165 Thus, the conflict with which the Supreme Court was concerned 
in those cases included a conflict with design patent, not just utility 
patent (and in the case of Compco, the only conflict was with design 
patent).166 Bonito Boats, Inc. v. Thunder Craft Boats, Inc.,167 on which 
the Court relied in TrafFix, explicitly equated the social bargains in-
volved in utility and design patenting, noting with respect to both that 
“[t]he attractiveness of [the patent] bargain, and its effectiveness in 

                                                                                                 
158. See, e.g., Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 156 (1989); 

Compco Corp. v. Day-Brite Lighting, Inc., 376 U.S. 234, 237–38 (1964), rev’g 311 F.2d 26 
(7th Cir. 1963) [hereinafter Compco]; Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 
231–32 (1964); Kellogg, 305 U.S. at 116–17; Singer Mfg., 163 U.S. at 185.  

159. Bonito Boats, 489 U.S. at 156; see also McKenna, supra note 152, at 840–43.  
160. See McKenna, supra note 152, at 836–43.  
161. See Kohler Co. v. Moen Inc., 12 F.3d 632, 648 (7th Cir. 1993) (Cudahy, J., dissent-

ing). For a detailed exploration of this dissent and its context, see Katherine J. Strandburg, 
Rounding the Corner on Trade Dress: A Tribute to the Jurisprudence of Judge Richard D. 
Cudahy, 29 YALE J. REG. 387 (2012).  

162. See, e.g., Sears, 376 U.S. at 225; Compco, 376 U.S. at 234.  
163. Sears, 376 U.S. at 226.  
164. Day-Brite Lighting, Inc. v. Compco Corp., 311 F.2d 26, 27 (7th Cir. 1963), rev’d 

Compco, 376 U.S. 234 [hereinafter Day-Brite Lighting]. 
165. See Day-Brite Lighting, 311 F.2d at 28 (“The District Court’s decision that the de-

sign of the cross ribs was functional and dictated by the limitations of the manufacturing 
process is fully supported by the evidence.”).  

166. See Compco, 376 U.S. at 234, 237–38 (“[T]he trial court found that the configura-
tion of Day-Brite’s fixture identified Day-Brite to the trade because the arrangement of the 
ribbing had, like a trademark, acquired a ‘secondary meaning’ . . . But if the design is not 
entitled to a design patent or other federal statutory protection, then it can be copied at 
will.”). 

167. 489 U.S. 141 (1989). 
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inducing creative effort and disclosure of the results of that effort, 
depend almost entirely on a backdrop of free competition in the ex-
ploitation of unpatented designs and innovations.”168  

Because these courts were not uniquely focused on a conflict with 
utility patent law, the exclusions these courts developed did not de-
pend on some characterization of the features at issue — in particular 
they did not depend on a determination that the features were func-
tional. As the Court said in Compco: 

That an article copied from an unpatented article 
could be made in some other way, that the design is 
“nonfunctional” and not essential to the use of either 
article, that the configuration of the article copied 
may have a “secondary meaning” which identifies 
the maker to the trade, or that there may be 
“confusion” among purchasers as to which article is 
which or as to who is the maker, may be relevant 
evidence in applying a State’s law requiring such 
precautions as labeling; however, and regardless of 
the copier’s motives, neither these facts nor any 
others can furnish a basis for imposing liability for or 
prohibiting the actual acts of copying and selling.169 

This approach therefore did not depend in any significant way on 
courts’ ability to determine what belonged in utility patent law, so that 
they could keep those features out of trademark law.  

As courts began interpreting the Lanham Act to extend a federal 
cause of action for unregistered marks, including trade dress, they 
began to regard the Sears/Compco line of cases primarily in preemp-
tion terms.170 The issue in Sears and Compco was the conflict be-
tween the patent laws and unfair competition. Because, after the Erie 
decision, courts understood unfair competition claims to arise under 
state law,171 when courts began accepting that trade dress infringe-
ment could be remedied under the Lanham Act, Sears and Compco no 
longer seemed directly on point.172 The issue was then whether one 

                                                                                                 
168. Id. at 151.  
169. Compco, 376 U.S. at 238.  
170. See William McGeveran & Mark P. McKenna, Confusion Isn’t Everything, 89 

NOTRE DAME L. REV. 253, 268–70 (2013) (explaining these developments).  
171. See Pecheur Lozenge Co. v. Nat’l Candy Co., 315 U.S. 666, 667 (1942) (“The only 

cause of action that [the] record could possibly support is for unfair competition and com-
mon law ‘trademark infringement,’ to which local law applies.”).  

172. See Kohler Co. v. Moen Inc., 12 F.3d 632, 640 (7th Cir. 1993) (explaining “no Lan-
ham Act issue was raised in either Sears or Compco” and “the Court in Compco noted that a 
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federal law limited another. To courts that might otherwise have been 
inclined to expand protection, that served as an opening to adopt a 
different approach — one that was more consistent with the emerging 
practice of the Trademark Office, which was registering product con-
figurations as trademarks.173 Not surprisingly, courts in the decades 
following began focusing their exclusion doctrines on functionality — 
a much less categorical approach that required a methodology for 
evaluating the nature of the features.  

Implicit — and sometimes explicit — in the terminology of this 
reframing was a narrowing of the way courts perceived the conflict 
with patent law. Whereas earlier cases worried about conflict with 
both utility and design patent law, the language of functionality de-
moted and then erased any concern about possible conflict with de-
sign patent. Going forward, the only kinds of features that would be 
excluded were functional ones, and functionality was taken as focus-
ing on technologically useful features and not ornamental features. 
Indeed, as the U.S. Court of Customs and Patent Appeals (“CCPA”), 
the predecessor court to the Federal Circuit, ruled in In re Morton-
Norwich Prods., Inc.,174 “functional means utilitarian.”175  

It is worth noting that many courts, influenced by the CCPA’s de-
cision in Morton-Norwich, came to evaluate whether particular fea-
tures were functional by asking whether the features were 
competitively necessary.176 It seems quite clear that, aside from wish-
ing to limit the extent to which functionality barred protection, these 
courts treated competitive need as indicative of functionality because 
they assumed that only utilitarian features imposed real competitive 

                                                                                                 
defendant may copy at will if the design is ‘not entitled to a patent or other federal statutory 
protection’”) (quoting Compco, 376 U.S. at 238).  

173. Indeed, the Trademark Office was registering product configuration contemporane-
ously with Sears and Compco. See Application of Minn. Mining & Mfg. Co., 335 F.2d 836 
(C.C.P.A. 1964).  

174. 671 F.2d 1332 (C.C.P.A. 1982). 
175. Id. at 1338. The Morton-Norwich court traced that thinking to some earlier twentieth 

century registration decisions that had held that “the configuration of an article having 
utility is not the subject of trade-mark protection.” Id. (citing In re Dennison Mfg. Co., 39 
F.2d 720, 720 (C.C.P.A. 1930)). Those cases did indeed talk in terms of utility, but they 
meant that articles having utility overall could not be registered — not that features would 
be individually evaluated to determine their particular utility. In that respect, though they 
used the language of utility, they were more like Sears and Compco in their approach. In-
deed, that is why Morton-Norwich insisted that later cases had moved away from the ques-
tion of whether the article has utility and had focused on whether the particular features did. 
See Morton-Norwich, 671 F.2d at 1338 (noting that the question of functionality is in refer-
ence to the design of the article, not to the utility of the article itself).  

176. Id. at 1339 (“[C]ourts in the past have considered the public policy involved in this 
area of the law as, not the right to slavishly copy articles which are not protected by patent 
or copyright, but the need to copy those articles, which is more properly termed the right to 
compete effectively.”) (emphasis in original). 
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harm.177 Implicit in this view is that features that are not useful in a 
technological sense are not valued by consumers in a way that makes 
them competitively significant.  

Nevertheless, the language of the test these courts used focused 
on competitive need and not specifically on the utilitarian nature of 
the features. And it turned out that in some cases it was obvious that 
features that were not technologically useful could nonetheless be 
described as competitively important or even necessary. Most signifi-
cantly, these features might have been necessary because they made 
products more aesthetically appealing or otherwise more attractive to 
consumers. As Judge Easterbrook memorably put it, “[f]ashion is a 
form of function. A design’s aesthetic appeal can be as functional as 
its tangible characteristics.”178 This is the doctrine of aesthetic func-
tionality, and it is one the Supreme Court has clearly embraced.179  

So trademark came, to some extent, to recognize other functions, 
but not comfortably. Indeed, there remains significant resistance to the 
wider vision of functionality. The persistent claims by many courts 
and leading commentators that aesthetic functionality is an oxymoron 
reflect the deep sense that, despite having formulated the test in terms 
of competitive need, there really is something to the nomenclature of 
functionality. Function here means something particular about the 
way a product works, something technological rather than phenome-
nological.180 Indeed, Professor McCarthy goes so far as to say that the 

                                                                                                 
177. See J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR 

COMPETITION § 7:81 (4th ed. 2016) (“[T]he range of possible aesthetic designs and configu-
rations is as infinite as are the tastes that desire them, [so] according trademark protection to 
aesthetic features would not greatly hinder competition.”) (quoting Deborah J. Krieger, The 
Broad Sweep of Aesthetic Functionality: A Threat to Trademark Protection of Aesthetic 
Product Features, 51 FORDHAM L. REV. 345, 380 (1982)); see also Kohler, 12 F.3d at 648 
(Cudahy, J., dissenting) (“The argument for distinguishing between the subjects of design 
and utility patents is that, although freedom to copy functional features may be essential to 
competition, freedom to copy aesthetic features is not essential.”) (citing W.T. Rogers Co. v. 
Keene, 778 F.2d 334, 339 (7th Cir. 1985) (stating that trademark protection for “ornamental, 
fanciful shapes and patterns” does not hinder competition)).  

178. Jay Franco & Sons, Inc. v. Franek, 615 F.3d 855, 860 (7th Cir. 2010).  
179. See TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 33 (2001). 

TrafFix was concerned with the functionality of a dual-spring design for road signs — what 
most courts refer to as “utilitarian” or “mechanical” functionality. But in articulating the 
relevant rule (that features are functional when they are essential to the use or purpose of an 
article, or affect the article’s cost or quality), the Court expressly distinguished cases of 
aesthetic functionality, saying that the proper test in those cases is whether exclusive use of 
the feature would put competitors at a significant, non-reputation-related disadvantage. Id. 
(“It is proper to inquire into a ‘significant non-reputation-related disadvantage’ in cases of 
esthetic functionality . . .”).  

180. See, e.g., Clicks Billiards, Inc. v. Sixshooters, Inc., 251 F.3d 1252, 1260 (9th Cir. 
2001) (“[T]rade dress cannot be both ‘functional and purely aesthetic.’ Such a formulation 
is internally inconsistent and at odds with the commonly accepted view that functionality 
denotes utility.”); Publ’ns Int’l, Ltd. v. Landroll, Inc., 164 F.3d 337, 339 (7th Cir. 1998) 
(noting that the merger of the utilitarian and the aesthetic is “mischievously vague”).  
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concept of aesthetic functionality makes no sense because “ornamen-
tal aesthetic designs are the antithesis of utilitarian designs.”181 Thus, 
the tacit adoption of patent law’s traditional technological framing of 
utility underlies trademark law’s continuing struggle with the concept 
of aesthetic functionality. Many courts simply cannot accept that there 
is such a thing as aesthetic functionality because they understand the 
concept to be focused on features with the kind of utility that belongs 
in utility patent law.182  

Even when courts accept the concept of aesthetic functionality, 
they use a different test for it than they do for utilitarian functionality. 
They do so because they see aesthetic functionality as having a differ-
ent purpose. Whereas TrafFix took the emphasis off of competitive 
need in the utilitarian functionality context, it doubled down on com-
petitive need as the relevant consideration for aesthetic functionali-
ty.183 The Court seemed to simply assume, without discussion, that 
aesthetic or ornamental features would not fall under Inwood’s rule 
that trade dress protection is unavailable for a feature that “is essential 
to the use or purpose of the article or . . . affects the cost or quality of 
the article.”184 As a result, unlike in the Sears/Compco era, the out-
come of a trademark case can depend significantly on whether a court 
                                                                                                 

181. MCCARTHY, supra note 177, at § 7:81. 
182. The Fifth Circuit has notoriously rejected the doctrine of aesthetic functionality al-

together. Bd. of Supervisors for La. State Univ. Agric. & Mech. Coll. v. Smack Apparel 
Co., 550 F.3d 465, 487 (5th Cir. 2008) (“Our circuit has consistently rejected the concept of 
aesthetic functionality.”); see also id. at 487–88 (“We do not believe that the Court’s dictum 
in TrafFix requires us to abandon our long-settled view rejecting recognition of aesthetic 
functionality.”). Other courts are more equivocal. See Ferrari S.P.A. Esercizio v. Roberts, 
944 F.2d 1235, 1246–47 (6th Cir. 1991) (“[T]he precedent in this circuit suggests that aes-
thetic functionality will not preclude a finding of non-functionality where the design also 
indicates source.”); In re DC Comics, Inc., 689 F.2d 1042, 1050 (C.C.P.A. 1982) (Rich, J., 
concurring) (“[I]t is arguable that there is no ‘doctrine’ of aesthetic functionality which 
stands alone, without consideration of the more traditional source identification principles of 
trademark law. To the extent that there may be — at least with respect to ex parte prosecu-
tion practice — it has been previously rejected by this court.”).  

183. TrafFix, 532 U.S. at 23 (holding that the appropriate inquiry in cases of aesthetic 
functionality is whether “exclusive use of [the claimed] feature would put competitors at a 
significant non-reputation-related disadvantage”). Today’s aesthetic functionality doctrine 
also treats utility patents and design patents entirely differently. For example, while TrafFix 
made no explicit reference to design patents, the Court suggested that it might be possible to 
“carry the heavy burden of showing that [a feature claimed in a utility patent] is not func-
tional, for instance by showing that it is merely an ornamental, incidental, or arbitrary as-
pect of the device.” Id. at 30 (emphasis added).  

184. Id. at 32 (quoting Inwood Labs, Inc. v. Ives Labs, Inc., 456 U.S. 844, 850 n.10 
(1982)). Lower courts have entrenched differential treatment of design and utility patents in 
other ways as well. Most significantly, while TrafFix made clear that utility patents are 
strong evidence of functionality, many courts have held that design patents covering the 
features at issue are evidence that the design is “ornamental,” rather than “functional” — 
and hence weigh against a finding of functionality. See, e.g., In re Becton Dickson and Co., 
675 F.3d 1368, 1380 (Fed. Cir. 2012) (applying In re Morton-Norwich Prods., Inc., 671 
F.2d 1332, 1342 n.3 (C.C.P.A. 1982)).  
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sees the relevant features as useful — thereby triggering the (now rel-
atively harsh) rules for utilitarian functionality — or as something 
else, thereby triggering, if anything, the narrower “significant non-
reputation-related disadvantage” inquiry into competitive effect.  

C. Copyright’s Exclusion of Ideas, Systems, and Useful Things185 

Like trademark and design patent law, copyright law purports to 
exclude useful things. Like those other areas of IP law, copyright’s 
efforts to draw a stable and predictable line between expressive and 
useful things has produced continuing difficulties — difficulties that 
can be traced in part to copyright’s attempt, without a clear under-
standing of patent law’s own concept of its domain, to send to patent 
subject matter which it believes belongs there. To trace that develop-
ment, we must begin with a bit of history.  

From its inception, copyright has faced difficult questions about 
how to treat functional things, which it has never fully excluded from 
its domain. This was true of the first 1790 Copyright Act,186 which 
extended copyright protection to just three forms of subject matter — 
books, maps, and charts (i.e., maps of water).187 Two of the three cat-
egories of original subject matter — maps and charts — have obvious 
function in the sense that they help people navigate the physical 
world. So, from its beginning, copyright has reached subject matter 
that is appreciated not simply for its value as expression but also — in 
the case of maps and charts, overwhelmingly — because it is useful.  

Founding-era copyright law may have seemed unconcerned with 
the inclusion of useful things, but it didn’t remain so. As early as 
1880, in its seminal opinion in Baker v. Selden,188 the Supreme Court 
drew lines between protectable expression and unprotectable useful 
ideas.189 As copyright’s subject matter expanded to include three-
dimensional sculptural works, a category that could include most of 
the field of industrial design, copyright’s entanglement with function-
ality deepened.  

Copyright has employed two primary doctrines to distinguish be-
tween protectable expression and unprotectable utility: (1) the idea-
expression distinction, and (2) the so-called useful articles doctrine. 
The following Sections will examine each in turn.  

                                                                                                 
185. Portions of this Section are adapted from McKenna & Strandburg, supra note 6.  
186. Copyright Act of 1790, 1 Stat. 124 (1790). 
187. Id.  
188. 101 U.S. 99 (1879).  
189. Id. at 101–02. 
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1. The Idea-Expression Distinction  

Section 102(b) of the Copyright Act provides “[i]n no case does 
copyright protection for an original work of authorship extend to any 
idea, procedure, process, system, method of operation, concept, prin-
ciple, or discovery, regardless of the form in which it is described, 
explained, illustrated, or embodied in such work.”190 The exclusion 
from copyright of ideas (including concepts and principles), facts 
(discoveries), and various types of systems (procedures, processes, 
methods of operation) functions in part to establish the boundary be-
tween copyright and patent — in essence, by remanding to patent 
things like systems that are patentable if novel, non-obvious, and use-
ful. The exclusion also establishes, in part, the boundary between 
copyright and the public domain. For example, it sends to the public 
domain ideas, concepts and principles that lack novelty or are too 
foundational to patent (such as laws of nature).191 What is reserved to 
copyright — original expression that does not involve any of the ex-
cluded categories — is known only via reverse implication.  

Two primary difficulties have attended courts’ application of the 
102(b) exclusion. First, the categories are not self-defining, and courts 
have struggled to decide whether a particular piece of subject matter 
belongs within one of the excluded categories or not. Second, and 
perhaps more importantly, courts have dealt inconsistently with things 
that lie within the excluded categories but are nonetheless expressive. 
Some courts have held that the exclusion applies even to very creative 
systems and ideas. Others have focused on the creativity and refused 
to exclude the disputed subject matter from copyright. 

American Dental Ass’n. v. Delta Dental Plans Ass’n.192 is an ex-
ample of the first difficulty. That case involved the copyrightability of 
a code invented by the American Dental Association (“ADA”) that 
was used to identify dental procedures. The ADA code is highly use-
ful — it improves the efficiency of dental billing. Dentists using the 
code produce standardized bills, which reduces the time and labor 
required for insurance companies to process and pay.193 Delta Dental, 
an insurance company, published a billing guide that copied most of 
the ADA’s code, and the ADA sued.194 Judge Easterbrook reversed a 
district court judgment holding that the ADA code was an uncopy-

                                                                                                 
190. 17 U.S.C. § 102(b) (2012).  
191. See Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S.Ct. 1289, 1296–97 

(2012) (finding that correlation between a drug’s metabolite and levels of that drug present 
in a patient’s blood is an unpatentable law of nature). 

192. 126 F.3d 977 (7th Cir. 1997).  
193. Id. at 981.  
194. Id. at 977.  
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rightable taxonomy (i.e., a system for naming things). According to 
Judge Easterbrook, the ADA code was copyrightable because it was 
creative, and it was not a system excluded from copyright protec-
tion.195  

What was the creativity involved in the code? The ADA orga-
nized dental procedures into groups, assigned long and short linguistic 
descriptions to each, and also assigned each a 5-digit number. But 
what sort of creativity is this? The aim of the ADA’s creative work 
was not to be expressive — the ADA code is not a poem or a song or 
even a computer program — but rather to be useful to dentists and 
insurance companies in the enterprise of making and paying dental 
insurance claims. According to the IP system’s own logic, patent is 
the domain of creative choice that produces utility. The code is, in 
short, a system.  

Judge Easterbrook considered this possibility in Delta Dental, but 
he rejected it, highlighting the fact that, while § 102(b) excludes sys-
tems, that term is not defined in the Copyright Act.  

Delta asks us to affirm the judgment on [the] 
ground . . . that the Code is not copyrightable 
because it is a “system.” . . . But what could it mean 
to call the Code a ‘system’? This taxonomy does not 
come with instructions for use, as if the Code were a 
recipe for a new dish.196  

For Judge Easterbrook, systems are defined by the presence of in-
structions for use.  

We grant that it may be easier for courts to identify and exclude a 
system when a case also involves instructions that may be distin-
guished from the system itself. Indeed, the distinction between in-
structions and systems goes all the way back to the Supreme Court’s 
opinion in Baker v. Selden,197 which held Selden’s instructions for the 
use of his accounting system copyrightable but excluded from protec-
tion the system that the book explained.198 But that doesn’t demon-

                                                                                                 
195. Id. at 980–81.  
196. Id.  
197. 101 U.S. 99 (1879). 
198. Id. at 104. It is worth noting that in a couple of cases that are very similar to Delta 

Dental, courts excluded from copyright protection numbering systems and the numbers they 
produced. For example, in ATC Distribution Grp., Inc. v. Whatever It Takes Transmissions 
& Parts, Inc., 402 F.3d 700, 707 (6th Cir. 2005), the Sixth Circuit found that a classification 
scheme for organizing auto transmission parts was a system excluded by 102(b) — the 
scheme itself contained nothing but uncopyrightable ideas. Moreover, the expression of that 
classification system in the contents of ATC’s parts catalog was also excluded because it 
merged into the system. Id. 



No. 2] What’s In, and What’s Out 533 
 
strate that systems must have instructions, only that systems and in-
structions are different things. Since systems are excluded from copy-
right because they are thought to be the province of utility patent law, 
utility patent law would have been the natural place to look for a defi-
nition of systems. Unfortunately, as we’ve seen, patent law is particu-
larly unclear in this respect.  

This brings us to the second difficulty with § 102(b)’s separation 
of useful from expressive — courts have divided over whether the 
§ 102(b) exclusions are categorical, in the sense that anything that 
falls within one or more of the categories is excluded, or conditional, 
in the sense that a thing that falls within an excluded category may 
nonetheless be admitted if it is creative. The difference is profoundly 
important. If the § 102(b) categories are categorical, then all systems, 
processes, and methods of operation will be remanded to patent, and, 
to be protected, will have to meet patent’s stiff entry conditions. If, on 
the other hand, copyright’s § 102(b) exclusions are conditional, then 
copyright will protect a much wider range of useful things and the 
domain of copyright and patent will overlap substantially. 

The Federal Circuit treated § 102(b) as conditional in its opinion 
in Oracle America, Inc. v. Google Inc.199 In that case, Oracle claimed 
that Google violated Oracle’s copyrights in its Java Application Pro-
gram Interfaces (“APIs”) when the Internet search giant included Ora-
cle’s declaring code in the implementation of Java that it uses in its 
Android mobile operating system.200 Oracle’s declaring code names 
each operation (or “method”) contained in the APIs and defines how 
the methods are organized within Java. The declaring code allows 
developers to create references to the API methods in their software 
code, which references in turn tell the computer where to go to run the 
methods. API methods are invoked in a particular format — ja-
va.package.Class.method() — which mirrors the organization of the 
declaring code. Therefore, the APIs can be used in any Java project as 
long as the declaring code stays constant. 

The actual functionality of a method is defined by the method’s 
implementing code, which consists of the step-by-step instructions the 
computer follows to carry out the declared operation. And yet the de-
claring code is the key to the utility of the APIs. The purpose of the 
Java APIs is to define in advance a set of common operations that 
programmers can use in their software without having to know the 
implementing code and re-write it in every project. Instead, all a pro-
grammer needs to know to execute a function is the declaring code. 
Using the command structure defined by the declaring code results in 
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the programmer’s software operating the method from the APIs. So it 
seems plain that the declaring code — which was the only code that 
Google copied — is an uncopyrightable method of operation. It is a 
useful thing that, if it is to be protected at all, belongs to patent.  

In attempting to avoid this conclusion, Oracle took a page from 
Judge Easterbrook’s opinion in Delta Dental and argued that the de-
claring code was not a method of operation, but rather a taxonomy — 
that is, a system for naming things. In Oracle’s view, taxonomies may 
be copyrighted if, like Java’s declaring code, they are creative.201 
There is nothing inevitable, Oracle asserted, about the specific ja-
va.package.Class.method() arrangement of Oracle’s Java opera-
tions — Oracle’s programmers could have chosen some other 
structure or naming convention for its declaring code without affect-
ing their functionality.202  

A district judge rejected Oracle’s argument, but the Federal Cir-
cuit accepted it on appeal. The appellate court acknowledged that Java 
declaring code was indeed a method of operation but held that “the 
[copyright] protection accorded a particular expression of an idea” is 
not extinguished “merely because that expression is embodied in a 
method of operation.”203 In other words, in the Federal Circuit’s view, 
if the implementation of a particular method of operation involves 
some creative choice, then it will be copyrightable.  

There are two things to say about the Federal Circuit’s ruling in 
Oracle v. Google. First, it is in considerable tension with the language 
of § 102(b). That provision makes clear that subject matter falling 
within the listed categories is uncopyrightable “regardless of the form 
in which [they are] described, explained, illustrated, or embodied.”204 
This suggests that the method of operation of the Java APIs is un-
copyrightable even if the manifestation of that method in Oracle’s 
declaring code involves creativity.205 Second, the decision represents 
                                                                                                 

201. Id. at 1351.  
202. Id.  
203. Id. at 1357 (quoting Mitel, Inc. v. Iqtel, Inc., 124 F.3d 1366, 1372 (10th Cir. 1997)).  
204. 17 U.S.C. § 102(b) (2012).  
205. Not long after the Federal Circuit’s opinion, which in fact purported to apply Ninth 

Circuit law on the scope of the 102(b) exclusion, Oracle, 750 F.3d at 1353, the Ninth Cir-
cuit itself, in Bikram’s Yoga Coll. of India, L.P. v. Evolation Yoga, LLC, 803 F.3d 1032 
(9th Cir. 2015), held precisely the opposite. In Bikram, the Ninth Circuit considered the 
copyrightability of the sequence of yoga poses selected and arranged by hot yoga impresario 
Bikram Choudhury. The court found that Bikram’s sequence is a system or a method “de-
signed to ‘systematically work every part of the body, to give all internal organs, all the 
veins, all the ligaments, and all the muscles everything they need to maintain optimum 
health and maximum function.’” Id. at 1038. Such a system, the court held, was excluded 
from copyright protection by 102(b). Id. at 1039. Nor was Bikram’s contention relevant 
“that the Sequence’s arrangement of postures is ‘particularly beautiful and graceful.’” Id. at 
1040. Beauty, the court said, “is not a basis for copyright protection”, and the beauty of a 
process “does not permit one who describes it to gain, through copyright, the monopolistic 
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copyright’s struggles to understand its relationship to patent law. Ora-
cle’s declaring code could, if it meets patent’s entry requirements, be 
patented as a useful system. It is a useful thing that also contains ex-
pression. In fact, it is useful because of its expression — the choice of 
a naming structure for software becomes useful once programmers 
learn the naming structure and rely on it to build software. Does this 
expressive utility belong in patent? Patent law is equivocal, and the 
absence of a clear signal from patent may contribute to copyright’s 
inconsistency on the nature of the § 102(b) exclusions.  

2. The Useful Articles Doctrine  

If courts applying § 102(b) have had mixed success in predictably 
and defensibly separating the useful from the expressive, the record of 
copyright’s other primary mechanism for accomplishing this separa-
tion, the useful articles doctrine, has been no better. This may be in 
part because the courts have had less time to work out a stable rule. 
The first substantial articulation of the doctrine dates to only 1954 and 
the Supreme Court’s opinion in Mazer v. Stein.206 In that case, the 
Court held that a statuette used as part of a lamp base could be copy-
righted.207 The statuette, the Court observed, was a copyrightable 
sculpture that did not forfeit copyright eligibility merely because it 
had been affixed to a lamp.208  

Today the Copyright Act brings copyrightability into question for 
any pictorial, graphic or sculptural work having “an intrinsic utilitari-
an function.”209 The design of any such work is copyrightable “only 
if, and only to the extent that, such design incorporates pictorial, 
graphic, or sculptural features that can be identified separately from, 
and are capable of existing independently of, the utilitarian aspects of 
the article.”210 

Courts face two difficult problems in assessing the copyrightabil-
ity of useful articles: (1) determining when an article has an “intrin-
sic” utilitarian function, and (2) if the first question is answered 
affirmatively, determining whether the article’s functional and aes-
thetic components are in some sense separable. It is the first problem 
that concerns us most. To make the separability analysis run, courts in 
copyright cases must have some idea of what count as utilitarian as-

                                                                                                 
power to exclude all others from practicing it. This is true even where, as here, the process 
was conceived with at least some aesthetic considerations in mind.” Id.  

206. 347 U.S. 201 (1954).  
207. Id. at 201. 
208. Id. at 215–17.  
209. 17 U.S.C. § 101 (2000 & Supp. III 2004).  
210. Id. 
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pects of useful articles. They must have a sense of what usefulness 
means, so that intrinsically useful articles can be kept out of copy-
right. On that front, copyright lacks a theory.  

Consider copyright’s differential treatment of apparel and toys. 
Apparel, even the most aesthetically rich sort, such as a designer 
dress, is treated as useful because it covers the body. It doesn’t matter 
to copyright law that no woman buys a $5,000 dress because it covers 
her body and keeps her warm. She buys it for its aesthetic appeal. On 
the other hand, consider children’s toys. Some of them are quite use-
ful: for example, a toy airplane might be purchased to keep children 
entertained and quiet. The toy airplane might be attractive, but in most 
instances the purchase is motivated by a practical, functional concern. 
And yet the toy is treated like a purely aesthetic thing.211  

More generally, although it is obvious that most articles appeal on 
both aesthetic and functional levels, copyright lacks a theory of how 
much function is sufficient to remove a particular article, or class of 
articles, from its domain. A drop of functionality is sufficient to kill 
copyright in the ladies’ dress. A generous dollop of functionality does 
not prevent the law from extending copyright to the toy. An enormous 
preponderance of functionality does not prevent software from being 
copyrightable.  

One can make the same observation across a range of subject 
matter. Apparel is not copyrightable, but jewelry is. Much apparel is 
purchased with the same desire for adornment that motivates jewelry 
purchases — actually, motivates some jewelry purchases: large dia-
monds and thick chains of gold are sometimes purchased as portable 
bank accounts.212 Or, jewelry is purchased as a status signifier. Is an 
object’s capacity to store wealth or signify status not an element of its 
usefulness? Copyright law does not contemplate jewelry’s functionali-
ty; it sees only its use in adornment.213 But is adornment not a form of 
usefulness? It is if you want to attract attention. According to utility 
patent’s traditional technological conception of its domain, adornment 

                                                                                                 
211. See., e.g., Gay Toys, Inc. v. Buddy L. Corp., 703 F.2d 970, 973 (6th Cir. 1983) (re-

versing district court determination that a toy airplane was a useful article: “[o]ther than the 
portrayal of a real airplane, a toy airplane, like a painting, has no intrinsic utilitarian func-
tion.”). 

212. See Gold Demand in India Never Fades, SEEKING ALPHA (May 11, 2015), 
http://seekingalpha.com/article/3167136-gold-demand-in-india-never-fades 
[https://perma.cc/7ZEB-6TJQ] (“Gold as a store of wealth is deep-rooted in Indian culture, 
especially for India’s predominantly rural population, where people do not have many 
choices for investment other than real estate and retail participation in equity markets is very 
meager.”).  

213. See Charles E. Colman, The History and Doctrine of American Copyright Protec-
tion for Fashion Design: Managing Mazer, 7 HARV. J. SPORTS & ENT. L. 150, 183–90 
(2016) (detailing history of copyright protection for jewelry wherein courts grant protection 
of varying scope, but view jewelry as an aesthetic rather than useful object). 
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is not utility. Copyright, which has absorbed this traditional concep-
tion, therefore conceptualizes adornment as expression, and includes 
within its domain articles that provide it.  

The difficulty of conceptualizing the precise nature of an article’s 
utility was perhaps most clearly demonstrated in the recent Sixth Cir-
cuit decision in Varsity Brands, Inc. v. Star Athletica, LLC.,214 which 
the Supreme Court recently decided.215 In Varsity Brands the question 
was whether the design of cheerleading uniforms, and particularly the 
specific layout of chevrons and other design elements on the uni-
forms, was useful.  

  

Figure 3: Varsity Brands’ Allegedly Infringed Designs 

The majority of the Sixth Circuit concluded that the designs were 
not useful. Speaking generally, the court held that, before addressing 
separability, a court should ask “[w]hat are the utilitarian aspects of 
the useful article?”216 Here the example the court gave was telling: 
“the utilitarian aspect of a chair is to provide a place for a person to 
sit.”217 The court felt compelled to focus its inquiry at that level of 
generality because “‘[p]ortray[ing] the appearance of the [useful] arti-
cle’ and ‘convey[ing] information’ are two utilitarian aspects that 
courts may not use to determine whether pictorial, graphic, or sculp-
tural features are separable.”218 So, for example, masquerading is not 
                                                                                                 

214. 799 F.3d 468 (6th Cir. 2015).  
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218. Id. (quoting 17 U.S.C. § 101) (alterations in original). 
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a useful function because it involves only “portraying the appearance 
of something (like a lion, ladybug, or orangutan).”219 Turning to the 
cheerleading uniforms at issue, the court described the relevant utili-
tarian functions simply as “cover[ing] the body, wick[ing] away mois-
ture, and withstand[ing] the rigors of athletic movements.”220 
Identifying the wearer as a cheerleader did not count, so the claimed 
design features were clearly separable from the utilitarian function.  

The dissent disagreed, particularly taking the majority to task for 
describing the function of the uniforms at such a high level of general-
ity, noting that the majority’s definition “could be used to describe all 
athletic wear.” That wasn’t good enough for the dissent, because 
“[w]ithout stripes, braids, and chevrons, we are left with a blank white 
pleated skirt and crop top,” which the reasonable observer would not 
associate with cheerleading.221 For the dissent, being recognizable as a 
cheerleading uniform counts as a function, and the design was not 
separable from that function.222  

It’s worth adding that copyright sometimes just gives up and ac-
cepts functional items within its domain. Take software, for example. 
U.S. copyright law classifies computer software as a “literary 
work”223 and recognizes the expressive qualities of computer code as 
perceptible by educated consumers of code. But the vast majority of 
people have no appreciation of software’s aesthetic content; they con-
sume code for what it does — that is, for its usefulness as an aid in 
creating documents or crunching numbers. Copyright has accepted 
software within its subject matter, and courts have developed tests 

                                                                                                 
219. Id. at 488 (quoting Chosun Int’l., Inc. v. Chrisha Creations, Ltd., 413 F.3d 324,  

329–30n.3 (2d Cir. 2005)).  
220. Id. at 490 (quoting Brief for Appellant, at 57).  
221. Id. at 495 (McKeague, J., dissenting). 
222. Professors Christopher Buccafusco and Jeanne Fromer filed an amicus brief in Var-

sity Brands urging the Supreme Court to recognize that clothing designs made to “look good 
on” the wearer also have intrinsic utilitarian function. See Brief of Professors Christopher 
Buccafusco and Jeanne Fromer as Amici Curiae Supporting Petitioner, Star Athletica, LLC 
v. Varsity Brands, Inc., 2017 WL 1066261 (U.S. Mar. 22, 2017) (No. 15-866). Buccafusco 
and Fromer, who have expanded their analysis in an academic article, do not argue that 
“looking good on” is a function that belongs to utility patent, nor do they offer a theory of 
the types of function excludable from copyright. See Christopher Buccafusco & Jeanne 
Fromer, Fashion’s Function in Intellectual Property Law, 93 NOTRE DAME L.  
REV. (forthcoming 2017), https://papers.ssrn.com/sol3/papers.cfm?abstract_id=2826201 
[https://perma.cc/B7C4-WS63]. As noted previously (see note 25, supra), the Supreme 
Court’s opinion in Varsity Brands avoided entirely the dispute regarding how precisely to 
identify the utilitarian aspects of the cheerleading uniform. 

223. 17 U.S.C. § 101 (“‘Literary works’ are works, other than audiovisual works, ex-
pressed in words, numbers, or other verbal or numerical symbols or indicia, regardless of 
the nature of the material objects, such as books, periodicals, manuscripts, phonorecords, 
film, tapes, disks, or cards, in which they are embodied.”). 
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designed to filter out functional aspects.224 But those tests are clearly 
not foolproof.225  

For another example, consider architectural designs embodied in 
buildings. It is unlawful to copy without permission a set of architec-
tural blueprints,226 which are functional because they serve as the 
template for the construction of a building but are nonetheless pro-
tected by copyright. However, until recently, it was entirely lawful, if 
one possessed a set of those blueprints, to erect a building based on 
them.227 Similarly, it was lawful to examine an already-existing build-
ing, take measurements, and then erect a facsimile. Buildings, in the 
eyes of copyright law, were functional, and thus uncopyrightable.228  

That changed in 1990, when Congress amended the Copyright 
Act to extend protection to a category of architectural works. In the 
AWCPA, Congress defined a protected architectural work to include 
“the design of a building as embodied in any tangible medium of ex-
pression, including a building, architectural plans, or drawings.”229 

The same provision that extended copyright law to built architecture 
also delimited the scope of that protection, providing that “[t]he work 
includes the overall form as well as the arrangement and composition 
of spaces and elements in the design, but does not include individual 
standard features.”230  

Copyright law’s inclusion of buildings, which surely mix aesthet-
ic with significant functional content, and simultaneous exclusion of 
other forms of subject matter — like designer apparel — in which the 
functional aspect is relatively muted, illustrates the absence of a theo-
ry governing how the presence of functionality is supposed to govern 
what’s in and what’s out of copyright. The only consistency in copy-
right’s treatment of utility is its ad hoc nature.  

                                                                                                 
224. See, e.g., Computer Assocs. Int’l, Inc. v. Altai, Inc., 982 F.2d 983 (2d Cir. 1992); 

Lotus Dev. Corp. v. Borland Int’l, Inc., 49 F.3d 807 (1st Cir. 1995). 
225. See discussion supra Section III.C.1; see also Oracle America, Inc. v. Google Inc., 

750 F.3d 1339 (Fed. Cir. 2014).  
226. 17 U.S.C. § 102(a) (2012) (including as copyrightable subject matter, inter alia, 

“pictorial, graphic, and sculptural works,” a class that includes architectural blueprints).  
227. For a discussion of pre-Architectural Works Copyright Protection Act (“AWCPA”) 

copyright, see Kevin Emerson Collins, Economically Defeasible Rights to Facilitate Infor-
mation Disclosure: The Hidden Wisdom of Pre-AWCPA Copyright, (Washington University 
in St. Louis Legal Studies, Research Paper No. 15-09-01, 2015), http://ssrn.com/abstract= 
2655743 [https://perma.cc/BS9L-NWF2]. 

228. See generally id. 
229. 17 U.S.C. § 101 (2012).  
230. Id.  
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IV. CONSEQUENCES 

A. Internally Incoherent Doctrine 

Intellectual property law sorts subject matter into a variety of dif-
ferent regimes, each with different terms of protection and different 
rules of protectability, infringement, and defenses. For that sorting to 
be effective, IP needs principles to distinguish the subject matter of 
each system, even if some amount of overlap is inevitable. If we are 
going to have an IP system with different types of rights, then surely 
there must be reasons why certain rules apply to particular subject 
matter.  

Some might suggest that different forms of rights are needed be-
cause some subject matter is costlier to produce and more difficult to 
exclude others from. But even though that observation is undeniably 
true, it has virtually no explanatory power regarding existing doctrinal 
rules. Nothing in the eligibility rules for patent law limits it to costly 
subject matter, and indeed there are many patents on inventions that 
were relatively inexpensive to develop.231 At the same time, many 
types of copyrightable subject matter (such as blockbuster movies) are 
quite expensive to produce.232 The sorting rules we have simply can-
not be explained in terms of costs. Some other principles must be at 
work.  

Yet as we have argued, IP law’s sense of utility patent law’s do-
main is poorly theorized, and courts’ understanding of the boundaries 
of utility patent is mostly reductive and intuitive. While it is clear that 
claimed inventions must be useful, courts inconsistently enforce a 
technological understanding of utility. That view of utility is norma-
tive rather than empirical. Its under-theorization has consequences for 
patent law itself, consequences that cascade across the other forms of 
IP because each of the other systems defers protection for these useful 
or functional features to utility patent.  

For those who believe the primary purpose of IP is to create in-
centives, this state of affairs should be a source of significant concern. 
Patent rules differ from copyright rules and from trademark rules, and 
each set of rules creates different incentives. Thus the sorting rules 

                                                                                                 
231. See, e.g., Clayton Park, Easy fix for Eyeglasses lands Daytona Beach Shores inven-

tor on national TV, THE DAYTONA BEACH NEWS JOURNAL (Apr. 15, 2015), 
http://www.news-journalonline.com/news/20150415/easy-fix-for-eyeglasses-lands-daytona-
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made, BUSINESS INSIDER (Mar. 22, 2016), http://www.businessinsider.com/most-expensive-
movies-ever-2014-6 (last visited Mar. 24, 2017). 
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cannot help but shape the nature and direction of innovation. For ex-
ample, the incentives to develop new or improved placebo triggers 
could vary considerably depending on whether we recognize the utili-
ty of those triggers and sort them into utility patent (and out of trade-
mark). Similarly, the incentives regarding software are necessarily 
shaped by the ways we sort some aspects into patent law and others 
into copyright.  

Let us give another example of the policy tradeoffs that are at 
stake. A 2008 study by economist Yi Qian examined counterfeiting in 
China of branded shoes.233 In particular, Qian exploited a natural ex-
periment created by the Chinese government’s “reallocation of [intel-
lectual property] enforcement resources away from monitoring foot-
footwear and fashion products to other sectors in response to several 
food-poisoning and gas-explosion accidents in the early 1990s.”234 
She did so in order to study the behavior of footwear companies that 
operate in low enforcement environments.235 Qian found that brands 
with less effective copyright and trademark protection used several 
strategies to differentiate, including investing in product attributes or 
technological features which are difficult to imitate.236  

In other words, one effect of weaker copyright and trademark en-
forcement is to encourage innovation in tangible product qualities, 
largely of the type we might associate with utility patent law. While 
that particular shift was the result of external factors making enforce-
ment of some forms of IP less reliable rather than doctrinal rules that 
excluded certain features from particular forms of protection, the gen-
eral point holds: the unavailability of one form of IP creates incentives 
for parties to invest in the types of features for which other forms of 
protection might be available. That means, at least at the margins, that 
we get different types of innovation.  

The takeaway for policy is almost entirely normative — optimal 
institutional design depends on what sort of innovation we prefer, and 
why. Referring to the example directly above, imagine we think that 
better shoe technology creates more social value, perhaps through the 
creation of positive externalities (for example, more willingness to 
walk, leading to better fitness, leading to lower health care costs) rela-
tive to the proliferation of otherwise meaningless symbols and orna-
mental elements of shoe design. If we favor this “technological” sort 

                                                                                                 
233. Yi Qian, Impacts of Entry by Counterfeiters, 123 Q.J. ECON. 1577 (2008). 
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of shoe innovation, then maybe we prefer an environment of low IP 
enforcement (or at least low enforcement of trademarks and design 
rights). More generally, whatever the theory of IP is, we need to ac-
count for why we care about some sorts of innovation rather than oth-
ers, or at least why we think different sorts of innovation should be 
subject to different rules. This is the case not least because in some 
instances it may be important to leave some sorts of innovation open 
to competition while encouraging other types through propertization. 

Even those who are less focused on incentives ought to be con-
cerned about the under-theorization of the concept of utility and its 
corresponding effects on the boundary policing doctrines. For one 
thing, whatever one’s theory of IP, we still need some way of under-
standing the divided nature of the IP system, and we still need some 
way of sorting subject matter into those systems. We need to recog-
nize that, as the legal landscape currently stands, parties make strate-
gic use of different forms of IP, often frustrating those sorting 
doctrines.  

B. Normative Choices About Competition and Innovation 

The choice of IP systems will also have significant competitive 
consequences. Different mixes of IP regimes (and of IP regimes with 
other types of regulatory exclusivity) will promote competition along 
different dimensions. A patent-heavy system will promote competi-
tion along utilitarian or conventionally functional characteristics, and 
systems that rely more on trademark/advertising are going to promote 
competition along other, more phenomenological dimensions.  

Until we appreciate all forms of utility, and until we have a calcu-
lus for understanding their relative value, we can’t think coherently 
about which types of competition we want to promote or the costs of 
promoting that type of competition. Nor can we even think about how 
best to satisfy consumers’ actual demand, or how different IP regimes 
can help shape that demand. We are blind to a variety of considera-
tions that affect consumer welfare when we view products only in 
terms of their physical characteristics.  

How we construct each of the IP systems, and how we conceive 
of the interaction among those systems, necessarily embeds a choice 
about the type of competition, and therefore the type of innovation, 
we want to produce. There is no neutral here, for each of the different 
branches of intellectual property law must decide a foundational ques-
tion: what’s in — that is, what elements of a product count as innova-
tion or as relevant to consumer choice and are therefore recognized 
and protected by the law — and what’s out — that is, what features 
are not protected because they are not recognized as innovation (even 
when they are, indeed, new)? Or, perhaps even more profoundly, what 
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product features are not protected because they are not even recog-
nized by the law as comprising part of the “product” that consumers 
experience?  

We do not contend that utility patent law is necessarily wrong to 
focus only on certain kinds of utility. Nor do we argue that trademark 
law or any of the other regimes are wrong to borrow this conception 
of utility as the basis for excluding things from those systems.237 But 
we should recognize that this technological focus is normative rather 
than empirical. Technological utility clearly is not the only kind of 
utility. Utility patent law nonetheless sees only certain kinds of utility. 
If that were a well-theorized and conscious choice, it would be one 
thing. But in reality the choice to preference technological utility is 
obscured by rhetoric that pretends utility has a clear, singular mean-
ing. That choice has a strong tendency to bias evaluation of the 
sources of relevant utility.  

Failure to recognize these choices is why utility patent’s techno-
logical focus is only inconsistently apparent in doctrine. We need a 
better understanding and fuller explication of what counts as utility or 
functionality in each branch of IP, and why.  

If one believes that overlapping rights (or cumulation of rights) is 
a problem (as we do), then we need to recognize that this is one sig-
nificant part of the explanation for the cumulation we are witnessing. 
Even when courts want to channel, they cannot do it effectively with-
out a clear sense of what belongs in utility patent. The inability to de-
fine the boundaries of patent law undermines the whole project of 
channeling.  

There are at least a few possible approaches to dealing with that 
problem. One approach would be to more aggressively exclude things 
from non-utility patent areas of IP. If utility patent law is in fact open 
to much more than technological innovation, and if we believe in a 
patent supremacy principle, then our channeling doctrines might well 
be too narrow. Trying to exclude only things that are technologically 
useful actually is under-representative of the policy judgments of pa-
tent law. Maybe patent law is meant to contain things that are useful 
in much more than the technological sense. So innovations that are 
valuable because they shape preferences, or improve the appeal of 
products, or affect competition, would be brought firmly within the 
domain of patent law.  

The result of this more aggressive channeling to utility patent law 
might well be a contraction in the effective total scope of IP protec-
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tion. If applied consistently, patent’s rigorous entry requirements 
would filter out a lot. But of course there is always the risk that more 
aggressive channeling to utility patent would lead to the softening of 
patent’s entry requirements, with a consequent broadening of the ef-
fective scope of IP law.  

Alternatively, if we thought that patent law was actually catholic 
about its domain, we might conclude that there is less reason to think 
patent law should be supreme and that utility patent law should devel-
op more doctrines to exclude things from its domain because they 
belong to other regimes.238 That would be a channeling system less 
about the superiority of one area and more about equivalent domain-
based deference between all the areas.  

Of course, doing that would require a clear delineation of the sub-
ject matter of all of the regimes. And it may be that, as economic the-
ory has focused so much on value and efficiency, we have lost the 
ability to describe subject matter categories in ontological terms, mak-
ing it much harder to explain the specificity of each of the systems.239  

Lastly, we might decide that we really do think that utility patent 
law is and should be limited to technological innovation. We would 
need to think harder about what exactly that means, but it would give 
us a much clearer basis on which to operationalize a utility patent su-
premacy principle.  

That last approach would not solve all the problems regarding 
channeling doctrines, of course. There are still difficult questions 
about where to draw the line: in the common case in which features 
are both functional and aesthetic, how aggressive should a system be 
in excluding those features?240  

But this approach would allow us to see clearly the ways in which 
we make normative choices about the types of innovation and utility 
that we sort, without pretending that functionality is self-defining. The 
meaning of these terms should not be driven by their lexical bounda-
ries, which are in any case imprecise. Our decisions regarding what’s 
in and what’s out of each branch of IP should be driven by what we 
perceive as the best innovation policy. Importantly, this means that we 
must understand and take into account how the different branches of 
IP law, which (at least tacitly, and at best inconsistently) employ these 
different understandings of what innovation is, and incentivize the 
creation of different sorts of innovation. Understanding what the best 
innovation policy is requires that we make a decision regarding what 
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sort of innovation we want. Then we must shape the law — including 
the relationship between the different branches of the IP law — to 
obtain it.  

 


